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DETAILED ACTION 

Response to Amendment 

1 . The amendment received 02/20/2008 has been entered. Currently, claims 
1-12 and 14 are pending and claim 13 is cancelled. 

Claim Objections 

2. Claims 1-3 are objected to because of the following informalities: the 
symbol for the phthalocyanine diradical does not appear in the claim at the 
appropriate place. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-12 and 14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

With regard to claim 1, the chemical formula (I) in claim 1 is drawn in such 
a way as to render the claims indefinite. The formula is not drawn in the 
accepted chemical way as to make clear all of the bonds to the metal center Mi; 
specifically, it is unclear whether the dashed bonds connecting the metal center 
to the external ligands are merely optional bonds or they intend to reflect a 
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certain three-dimensional structure to the molecule. For purposes of 
examination, the Examiner will treat the bonds under both scenarios mentioned 
above. 

With regard to claims 5 and 8, the term "substantially amorphous" in 
claims 5 and 8 is a relative term which renders the claim indefinite. The term 
"substantially amorphous" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill 
in the art would not be reasonably apprised of the scope of the invention. One of 
ordinary skill would not be able to recognize at what point a layer is to be 
considered "substantially amorphous." 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

6. Claims 1 -1 2 and 1 4 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Berneth et al. (US 2002/0076648). 

With regard to claims 1 , 2, and 4, Berneth et al. teach an optical recording 
medium that comprises a substrate, a recording layer, and optionally a reflecting 
layer [0012]. The information layer may comprise a phthalocyanine compound of 
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the type seen at [0017] and [0021], a phthalocyanine containing a tetravalent 
axially disubstituted metal atom. The axially substituents comprise inter alia 
alkoxy, and aryloxy ligands [0024] with numerous radical substituents thereon, 
including the substituents of claim 4 [0055]. This anticipates the scenario 
outlined in section 4 above, wherein the dashed bonds in formula (I) are merely 
optional attachments. The metal center can comprise the metals seen at [0060], 
which includes transition metals of groups 4 to 7. 

With regard to claims 3, 1 1 , 12, and 14, the tetravalent metal can be Zr or 

Ti. 

With regard to claims 5 and 8, this is an inherent property of the materials 
of formula (I) in claim 1 . Since the Examiner has shown that the phthalocyanines 
of Berneth et al. anticipate the molecules of applicants; therefore, the molecules 
and the recording layer of Berneth et al. would inherently be substantially 
amorphous. 

With regard to claim 6, the layer arrangement outlined at [0078] 
anticipates applicants' claimed arrangement. 

With regard to claim 7, Berneth et al. teach at [0017] and [0020] that the 
phthalocyanines can comprised a metal-free chromophore (two H atoms instead 
of a metal); further, they teach at [0073] that the inventive phthalocyanines can 
be mixed with one another. 

With regard to claim 9, Berneth et al. teach at [0070] that the recording 
layer may be put onto the substrate using spin-coating methods; further, they 
teach at [0082] that the substrate used was pregrooved. 
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With regard to claim 10, Berneth et al. teach at [001 1] and [0069] that the 
phthalocyanines of their invention can be recorded or played back in the 
wavelength range of from 360 to 460 nm by using the Soret band of the 
phthalocyanines. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1-5, 8, 11, 12, and 14 are rejected under 35 U.S.C. 103(a) as 
being unpatentable overTomachynski et al. (J. Porphyrins Phthalocyanines 
2002, 6, 114-121) in view of McKeown et al. (5,792,860). 

With regard to claims 1-3, 11, 12, and 14, Tomachynski et al. teach the 
metal substituted phthalocyanines of Figure 2. 



Fig. 2. SyntSitNis oflhe asiaSiy sahsiidilcc! i,k>i;;I ovtpkm •*•«!: |l.(fiko!:>i.«i.. 



■!)( I 



Application/Control Number: 10/590,021 Page 6 

Art Unit: 1794 

The (3-diketones of Tomachynski et al. anticipate applicants' ligand system, 
wherein and Q 2 are oxygen. Applicants' attention is drawn to examples 12a- 
13b, which comprise a transition metal of groups 4 to 7; specifically, Zr or Hf. 
Tomachynski et al. also disclose that these phthalocyanine compounds are of 
interest with respect to nonlinear optics, liquid crystals, electronics, and 
photosensitizers; however, they fail to disclose the phthalocyanines as useful for 
optical recording media or on a substrate. 

McKeown et al. teach phthalocyanine sensitizers for a broad range of 
uses, including liquid crystal devices (col. 5, lines 42-54), non-linear optics (col. 
5, lines 55-61), electronics (col. 7, lines 1-7), and coated on a transparent 
substrate in an optical recording media situation (col. 6, lines 9-31). 

Since Tomachynski et al. and McKeown et al. are both drawn to 
phthalocyanines that have uses in a variety of equivalent systems; it would have 
been obvious to one having ordinary skill in the art at the time the invention was 
made to incorporate the inventive phthalocyanines of Tomachynski et al. into an 
optical recording media type arrangement as taught by McKeown et al. The 
potential uses of the phthalocyanines of McKeown et al. and Tomachynski et al. 
overlap to such an extent that it would have been obvious to extend the potential 
use of the molecules of Tomachynski et al. to include optical recording media. 
The motivation for doing so would be to provide molecules that have their 
absorbance profiles fine tuned to specific wavelengths based upon the symmetry 
of the relevant molecules. 



Application/Control Number: 10/590,021 Page 7 

Art Unit: 1794 

With regard to claim 4, the examples 12a-13b in Table 1 of Tomachynski 
et al. show the branched substituents of applicants' claim 4. 

With regard to claims 5 and 8, this is an intrinsic property of the materials 
of formula (I) in claim 1 . Since the Examiner has shown that the phthalocyanines 
of Tomachynski et al. in view of McKeown et al. render obvious the molecules of 
applicants; therefore, the molecules and the recording layer of Tomachynski et 
al. in view of McKeown et al. would intrinsically be substantially amorphous. 

9. Claims 6, 7, 9, and 1 0 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Tomachynski et al. (J. Porphyrins Phthalocyanines 2002, 6, 
1 1 4-1 21 ) in view of McKeown et al. (5,792,860) as applied to claim 1 above, and 
further in view of Berneth et al. (US 2002/0076648). 

Tomachynski et al. in view of McKeown et al. render obvious all of the 
limitations of applicants' claim 1 in section 8 above; however, they fail to disclose 
the layer arrangement of claim 6, the additional chromophore of claim 7, the 
manufacturing method of claim 9, and the recording/reading method of claim 10. 

Berneth et al. teach that it is known to form optical recording media 
comprising phthalocyanines, including disubstituted tetravalent Zr 
phthalocyanines, in various layer arrangements, including those at [0078]. 
Berneth et al. teach at [0017] and [0020] that phthalocyanines for optical 
recording media can be comprised a metal-free chromophore (two H atoms 
instead of a metal); further, they teach at [0073] that it is known that 
phthalocyanines can be mixed with one another in a recording layer. Berneth et 
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al. teach at [0070] that the recording layer may be put onto the substrate using 
spin-coating methods; further, they teach at [0082] that the substrate used was 
pregrooved. Berneth et al. teach at [001 1] and [0069] that it is known that 
phthalocyanines can be recorded or played back in the wavelength range of from 
360 to 460 nm by using the Soret band of the phthalocyanines. 

Since Tomachynski et al. in view of McKeown et al. and Berneth et al. are 
drawn to optical recording media comprised of phthalocyanines, it would have 
been obvious to one having ordinary skill in the art at the time the invention was 
made to use the layer arrangement, additional chromophore, manufacturing 
method, and reading/recording method of Berneth et al. with the phthalocyanines 
of Tomachynski et al. in view of McKeown et al. As can be seen from the 
absorbance spectra of Figure 6 in Tomachynski et al. the absorbance of an 
exemplary compound has a Soret band that tails out all the way to 390-400 nm, 
which therefore shows that these compounds could be used in a blue laser light 
recording setup, layer structure, spin-coating method of making, and with the 
additional chromophores of Berneth et al. 




Fig. rt.UV'.vr; i V ,..j>-:>:,f-^. 
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One of ordinary skill would have been motivated to therefore use the compounds 
of Tomachynski et al. in view of McKeown et al. because they share the 
applicability with Soret band excitation; further, the relevant molecules have their 
absorbance profiles fine tuned to specific wavelengths based upon the symmetry 
of the relevant molecules. 

Response to Arguments 

10. Applicant's arguments, see Remarks, page 9 "Objections", filed 
02/20/2008, with respect to objections to the claims have been fully considered 
and are persuasive. The objection of claim 13 has been withdrawn due to the 
cancellation of the claim; however, a new objection has been made due to the 
fact that the symbol for the phthalocyanine ring has been replaced by a square in 
claims 1-3. 

1 1 . Applicant's arguments, see Remarks, pages 9-1 2 "Rejections," filed 
02/20/2008, with respect to the rejection(s) of claim(s) 1-14 under 35 U.S.C. 
103(a) as being unpatentable over Yanagimachi et al. (5,696,758) in view of 
Wolleb et al. (US 2002/0099204) and claims 1-14 under 35 U.S.C. 103(a) as 
being unpatentable over Yanagimachi et al. (5,696,758) in view of Wolleb et al. 
(US 2002/0099204) further in view of any of the following Namba et al. (JP 60- 
071296), Namba et al. (JP 60-071295), or Namba et al. (JP 60-071294) have 
been fully considered and are persuasive. Therefore, the rejections have been 
withdrawn. 
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However, upon further consideration, a new ground(s) of rejection have 
been made of claims 1-12 and 14 under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention, claims 1-12 and 14 under 35 
U.S.C. 102(b) as being anticipated by Berneth et al. (US 2002/0076648), claims 
1-5, 8, 11, 12, and 14 under 35 U.S.C. 103(a) as being unpatentable over 
Tomachynski et al. (J. Porphyrins Phthalocyanines 2002, 6, 114-121) in view of 
McKeown et al. (5,792,860), and claims 6, 7, 9, and 10 under 35 U.S.C. 103(a) 
as being unpatentable over Tomachynski et al. (J. Porphyrins Phthalocyanines 
2002, 6, 114-121) in view of McKeown etal. (5,792,860) as applied to claim 1 
above, and further in view of Berneth et al. (US 2002/0076648). 

Applicants are attempting to argue on page 10, first paragraph that the 
structure of claim 1 shows an octacoordinated tetravalent phthalocyanine-type 
complex. These limitations are not found in claim 1 , and furthermore the 
chemical structure of claim 1 is such that it renders the claim indefinite. The 
chemical structure is not drawn in a prototypical chemical fashion to accurate 
display the chemical bonds between the central metal atom and the external 
ligands; specifically, as stated in section 4, it is unclear whether the dashed 
bonds connecting the metal center to the external ligands are merely optional 
bonds or they intend to reflect a certain three-dimensional structure to the 
molecule. If applicants wish to claim a specific three-dimensional structure with a 
metal atom removed from the phthalocyanine ring, the molecule of formula (I) 
must accurately reflect as such. 
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Since claim 1 is indefinite, the Examiner has treated claim 1 under two 
scenarios. The rejection of claims 1-12 and 14 under 35 U.S.C. 102(b) as being 
anticipated by Berneth et al. (US 2002/0076648) reflects the scenario wherein 
the dashed bonds are optional; further, the rejections of claims 1-5, 8, 11, 12, 
and 14 under 35 U.S.C. 103(a) as being unpatentable over Tomachynski et al. 
(J. Porphyrins Phthalocyanines 2002, 6, 114-121) in view of McKeown et al. 
(5,792,860) and claims 6, 7, 9, and 10 under 35 U.S.C. 103(a) as being 
unpatentable over Tomachynski et al. (J. Porphyrins Phthalocyanines 2002, 6, 
114-121) in view of McKeown et al. (5,792,860) as applied to claim 1 above, and 
further in view of Berneth et al. (US 2002/0076648) reflect the scenario wherein 
the molecule is as argued by applicants' in their Remarks. 

With regard to applicants' Remarks, page 12 first paragraph, despite what 
Wolleb et al. states is their preferential recording and reproduction laser light, 
they still state laser wavelengths that render obvious applicants' wavelength 
range. Phthalocyanines have two absorption regions, the Soret band and the Q- 
bands, and as such the laser lights mentioned by Wolleb et al. reflect those two 
absorption regions. 

Having said all of that, applicants' are correct in stating that the Examiner 
did not show disubstituted metal phthalocyanines that would anticipate or render 
obvious applicants' claim 1 . 
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Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not used reference JP 2004-034645 A 
shows (3-diketone ligands of the type claimed by applicants used in optical 
recording media; however, the molecules do not have a phthalocyanine type ring. 
The Lindsey et al. patents show sandwich metal phthalocyanine compounds, 
which may be used in optical recording media; however, they do not include p- 
diketone ligands. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to GERARD T. HIGGINS whose telephone 
number is (571 )270-3467. The examiner can normally be reached on M-F 
7:30am-5pm est. (1st Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Callie Shosho can be reached on 571-272-1 123. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Gerard T Higgins, Ph.D. 

Examiner 

Art Unit 1794 

/Gerard T Higgins, Ph.D./ 
Examiner, Art Unit 1794 



/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



